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PRE-EMPTION IN CONNECTION WITH 
UNFAIR TRADE. 

The attention of those interested in the law of trademarks 
and unfair competition may well be directed to two decisions 
recently reported and appearing in the same volume. 

In Aunt Jemima Mills Co. v. Rigney & Co- 1 it appeared that 
the plaintiff had used a trademark (Aunt Jemima's) for pan-cake 
flour. The defendant attempted to use the same trademark for 
a table syrup. The District Court dismissed the plaintiff's bill 2 
but its decree was reversed by the Circuit Court of Appeals, 
Second Circuit. Of the three judges sitting in that Court, Learned 
Hand, J., voted for a reversal solely on the ground that the plain- 
tiff had acquiesced in the defendant's use of the mark. But the 
other two judges 3 placed their decision on a much broader ground. 
The gist of their opinion, as rendered by Ward, J., was that "the 
right to a trademark, though strictly appurtenant to the trade, 
becomes a property right as soon as it identifies the trade. When 
it gets this far, it is a mere question of words whether we say 
that the trade or the trademark is protected."* A trademark, in 
other words, is, in a sense, a bundle of rights included in which 
are two things ; first of all, the reputation of the plaintiff's goods, 
and, as a subsidiary matter, the benefit of the amounts that he 
naturally may have spent in advertising and pushing the goods. 
"These, we think," says the Circuit Court of Appeals, "are prop- 
erty rights which should be protected in equity." 

The other case was decided in the Sixth Circuit. The plaintiff 
manufactured a line of drug store sundries under the general 
trade name of Penslar Products. The drug stores handling these 
products at retail were accustomed to call themselves, by way of a 
sub-title, "Penslar Stores." The defendant, a cigar manufacturer, 
put a cigar on the market under the trademark Penslar, and was 
assiduous in pushing this product with the retail stores that 
handled the plaintiff's line of Penslar sundries. Although it was 
admitted that the plaintiff's line did not include cigars, or indeed 

'(1917) 247 Fed. 407. 
'(1916) 234 Fed. 804. 
*Ward and Rogers, //. 
4 At p. 409. 
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any tobacco products, the Circuit Court of Appeals held that the 
plaintiff was entitled to an injunction. 5 The question presented 
was stated as consisting of "how far, if at all, a trademark may be 
pre-empted or reserved in advance of actual use" ; the present case 
affording a situation "where a manufacturer or jobber is in the 
course of establishing and expanding throughout the country a 
chain of stores which use a trade name and handle a constantly 
increasing line of articles sold under that same trade name." 

In this connection the reader should take note of a line of 
English cases which certainly go to the same length as the two 
decisions above noted. According to the view of the English courts 
it is wrong for one to use the word Kodak, as applied to his 
bicycles, if another previously has established the word Kodak 
in connection with his line of cameras. 6 Nor can one put up a 
lubricant under the word Dunlop if another has preceded him in 
the use of that word, although he uses it only in connection with 
bicycle tires, rims and pumps. 7 The court in the Second Circuit 
did not consider that those cases applied to the case of a trade- 
mark, but no such distinction seemed to occur to the court sitting 
in the Sixth Circuit. 

This diversity of thought increases the temptation, even if it 
does not afford a complete excuse, for the following remarks con- 
cerning the fundamental yet simple ideas underlying the law 
affecting, not merely trademark rights, but the broader rights 
which with us are spoken of in connection with the phrase "unfair 
competition," and in England go under the more graphic expres- 
sion "passing-off." 8 

Our law on this subject is wholly of modern growth. In a 
manner of common law speaking, it was only yesterday that Lord 
Hardwicke declined to enjoin the infringement of a registered 
trademark; 9 perhaps because counsel failed to show him that, 
though an action at law undoubtedly lay, as had long previously 
been stated, 10 the legal remedy was wholly inadequate. Now- 
adays, practically all the law we have on the subject is made for 
us by courts of equity, but it must never be forgotten that in such 

'Peninsular Chemical Co. v. Levinson (1917) 247 Fed. 658. 
'Eastman Co. v. Griffith Cycle Co. (1898) 15 Rep. Pat. Cas. 105. 
'Dunlop Pneumatic Tyre Co. v. Dunlop Lubricant Co. (1899) 16 Rep. 
Pat. Cas. 12. 

"See Kerly, Trademarks, 3rd London ed. 477. 
"Blanchard v. Hill (1742) 2 Atk. 484. 
"Southern v. How (1618) Poph. 143. 
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cases the chancellor does not protect equitable rights or deal with 
matters exclusively of equitable cognizance. On the contrary, the 
acts of the infringer are tortious at law and violative of legal rights. 
If the case in Popham already cited did not suffice to establish 
that proposition, Lord Mansfield's opinion, rendered in a later 
century, has settled it for all time. 11 It is the same with unfair 
competition, so far as a common law action is concerned ; that such 
conduct may form the basis of an action at law is well recognized. 12 
But it has always been so obvious that the remedy afforded by 
damages is inadequate, that the pressure for equitable relief was 
soon strong enough to force the hands of Lord Hardwicke's suc- 
cessors. The nineteenth century, therefore, was not far advanced 
before it became established, in England and here, that the writ 
of injunction is essential to vindicate the principle succinctly stated 
by Lord Langdale, M. R., that "A man is not to sell his own goods 
under the pretense that they are the goods of another man". 13 

If we reflect for a space upon that statement, we will be the 
further on our way to knowing just what idea it is that the Master 
of the Rolls so succinctly expresses. 

First of all there is a property right involved, and the defend- 
ant's acts, therefore, must amount to an invasion of that right. 
The Supreme Court has recently told us that "The word 'property' 
as applied to trademarks and trade secrets is an unanalyzed expres- 
sion of certain secondary consequences of the primary fact that 
the law makes some rudimentary requirements of good faith". 1 * 
But all property rights may, in one way of thinking, be considered 
as secondary consequences of rudimentary requirements ; so it will 
do no harm to say that good will, which can be bought or sold, 
and for which an executor or surviving partner must account, 15 
is a property right. 

"Singleton v. Bolton (1783) 3 Doug. 293. ~ 

"See opinions of Lord Blackburn in Singer Mfg. Co. v. Loog (1882) 

8 App. Cas. IS, 29, 30, and of Mellish, L. J., in Singer Mfg. Co. v. Wilson 

(1876) 2 Ch. D. 434, 453, 4. 

"Perry v. Truefitt (1842) 6 Beav. 66, 73. 

"DuPont etc. Powder Co. v. Masland (1917) 244 U. S. 100, 102, 37 
Sup. Ct. 57S. 

"See Slater v. Slater (1903) 175 N. Y. 143, 67 N. E. 224; Trego v. 
Hunt [1896] A. C. 7. Of course neither a trade mark itself, nor its 
registration, constitutes the right. The right inheres in the use of the 
mark, which is but another way of saying that good will is, in last analysis, 
the^ tiling that is entitled to protection. This appears from the recent 
decisions on the territorial extent of registration. Hanover Star Milling 
Co. v. Metcalf (1916) 240 U. S. 403, 36 Sup. Ct. 357; United Drug Co. v. 
Rectanus Co. (1918 U. S.) 39 Sup. Ct, 48. 
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Now, in ascertaining the nature of the right that is involved 
we must not let the manner of invasion lead us to mistake the 
object of the right. The writer holds with those who believe that 
that is no distinction, in final analysis, between a case of trademark 
infringement and one of unfair competition. 18 * The latter case is 
said, without dissent, to involve direct injury to the good will of 
the plaintiff's business. But trademark infringements would seem 
to have exactly the same effect, for the good will must be the right 
involved, since no other right is conceivable. A trademark, as 
such, represents no right at all. No matter how long it may have 
been used or how well known a trademark may be, it does not 
constitute a thing of property. It follows that the right to use 
it cannot be assigned alone; it is necessary, for the mark to be 
assigned, that the good will of the business in which it is used be 
also transferred. 16 As the Supreme Court has recently said, "the 
trademark is treated as merely a protection for the good-will, and 
not the subject of property except in connection with an existing 
business." 17 The defendant's act of infringement, therefore, 
strikes at the plaintiff's good-will, just as does an act of unfair 
trade. Hence it is by no means correct to do what the Circuit 
Court of Appeals, First Circuit, has attempted, to draw a distinc- 
tion between a strict trademark case and one of unfair competition. 
It is not true that in the one case the essence of the wrong lies in 
an injury to property right, while in the case of unfair competition 
the plaintiff must "establish fraud on the part of the defendant 
in the use of the imitative device to beguile the public into buying 
his goods as those of his rival." 18 In neither case is it necessary 
to show fraudulent intent, 19 nor is it necessary in either case to 
show actual deception of the public. 20 The court inquires as well 

"""The law of trade marks is only a specialized branch of the general 
law of unfair competition." Westenhaver, /., Garrett & Co. v. Schmidt Jr. 
&c. Co. (Jan. 3, 1919), U. S. D. C, N. D. Ohio. Not yet reported. 

M Falk v. American, etc. Co. (1905) 180 N. Y. 445, 73 N. E. 239. 

"Hanover Milling Co. v. Metcalf, supra, footnote 15, at p. 414. 

"Goldsmith Silver Co. v. Savage (1916) 229 Fed. 623, 627. 

"Millington v. Fox (1838) 3 Myl. & Cr. 338; Rubber etc. Co. v. DeVoe, 
etc. Co. (1916) 233 Fed. 150, and citations. 

""though no evidence of successful deception was produced, it is not 
necessary to do so." Champion etc. Co. v. Mosler etc. Co. (1916) 233 
Fed. 112, 115; Collinsplatt v. Finlayson (1898) 88 Fed. 693. "It has been 
uniformly held in the various circuits that it is not necessary that actual 
intent to defraud be shown." Rubber etc. Co. v. DeVoe etc. Co., supra, 
footnote 19, at p. 157. 
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in the case of a trademark as in the case of unfair competition, 
first as to the defendant's intention to make the public believe a 
certain thing, and second as to the likelihood that the public will 
believe it. The first question is whether the manner of the defend- 
ant's offerance of his product amounts to a representation that the 
goods involved are those of the plaintiff, and the second question 
is whether that representation is sufficiently plausible to deceive 
the average purchaser, — not him of the trained eye or the specialist 
in the trade, but the ordinary buyer who acts on first impulse. 21 
If the court, sitting as a tryer of fact, can say that such is the 
situation, it concludes that the defendant intends the natural con- 
sequences of his acts, and then it presumes, as a matter of law, 
that the effect on the buying public would be exactly what it is 
intended to be. The first conclusion needs no justification here, 
and the second is simply one of that class of presumptions, which, 
call them of fact or of law as you may please, really constitute 
crystallized rules of law. In such presumptions courts of equity 
are accustomed to indulge; we need only instance a similar pre- 
sumption, with respect to deception of the public, which the writer 
elsewhere has noted in cases of reputed ownership. 22 

Nor need we deal with such questions of trade motive, to use 
the phrase of Bowen, L. J., as are involved in combinations in 
restraint of trade, and the like. 23 As has recently been pointed 
out, malice must be shown as a part of the defendant's tort only 
when his act would otherwise be lawful; whereas in cases of the 
kind we have on review, the defendant's act constitutes of itself 
an invasion" of the plaintiff's property right, and hence it is not 
necessary to show that it was accompanied by a state of malice 
on the defendant's part. 24 If the defendant puts out his goo'ds in 
such a way that the public cannot be deceived as to their origin, 

a "It is well settled that dealers are not so much to be considered as 
are the ordinary users; the former will of course know the manufacturers 
from whom their purchases are made, but the latter are open to deception 
whether practiced by the manufacturer or the dealer;" Helmet Co. v. 
Wrigley, Jr. Co. (1917) 245 Fed. 824, 830. The test, in other words, is as 
stated long ago: "Two trademarks are substantially the same in legal 
contemplation, if the resemblance is such as to deceive the ordinary pur- 
chaser, giving such attention to the same as such. a_ purchaser usually 
gives, and to cause him to purchase the one supposing it to be the other." 
McLean v. Fleming (1877) 96 U. S. 245, 256. 

a GIenn, Creditors Rights, § 202. 
=Mogul S. S. Co. v. McGregor [1892] A. C. 25. 

"E. S. Rogers, "Predatory Price Cutting as Unfair Trade" 27 H. L. R. 
139, 154. 
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that is lawful, because then, in the words of Holmes, J., he is not 
"trying to get the good will of the name but the good will of the 
goods." 26 But if he does not indicate that the goods he offers are 
his own, then he is invading the right which the plaintiff has in 
the good will of his own business. 

It is often stated that one of the objects of the court's action 
in such a matter is to prevent the deception of the public. But the 
chancery is not a tribunal of State; 26 and no court, when forced 
to the point, can say that the possible deception of the public is 
of any moment, other than as the means by which injury is wrought 
to the plaintiff. 27 

Unfair competition, therefore, differs in no fundamental from 
trademark law. In the one case as in the other, "the essence of 
such a wrong consists in the sale of the goods of one manufacturer 
or vendor for those of another". 23 In the words of Lord Justice 
Gifford, the proposition is "not that there is property in the word, 
but that it is a fraud on a person who has established a trade, 
and carries it on under a given name, that some other person should 
assume the same name, or the same name with a slight alteration, 
in such a way as to induce persons to deal with him in the belief 
that they are dealing with the person who has given a reputation 
to the name". 28 

The language last quoted indicates another proposition which 
must be noted. The Lord Justice speaks of the reputation of the 
plaintiff's name as though it were necessary for the plaintiff per- 
sonally to be known to the public in connection with. his goods. 
To somewhat the same effect are the words of our Supreme Court 
in an early case. If a man, it says, "has obtained celebrity in his 
manufacture, he is entitled to all the advantages of that celebrity". 30 
But the renown of which the court is thinking is not that of the 

s Saxlehner v. Wagner (1910) 216 U. S. 375, 380, 30 Sup. Ct. 298. 

*"'I do not apprehend the Chancery to be in anywise a Court of State: 
neither can I grant an injunction in any case, but where a man has a plain 
right to be quieted in it". King, L. K. in Anon (1682) 1 Vern. 120. 

"American Washboard Co. v. Saginaw Mfg. Co. (1900) 103 Fed. 281. 
"I do not hesitate to draw the inference that the title was taken to deceive 
somebody. But that is not enough. Is it calculated to deceive the public 
in a way which would injure the Morning Post?" Bowen, L. J., in Borth- 
wick v. The Evening Post (1888) 37- Ch. D. 449, 464. 

^Standard Paint &c. Co. v. Trinidad Asphalt Mfg. Co. (1911) 220 
U. S. 446, 461, 31 Sup. Ct. 456. 

a Lee v. Haley (1870) L. R. 5 Ch. 154, 160. 

"McLean v. Fleming, supra, footnote 21, at p. 251. 
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person who makes the goods, but of the goods themselves. The 
maker of an article may never rub elbows with any part of the 
public which uses it. The manufacturer usually deals only with 
jobbers, and the ultimate customer who buys over the counter of 
the retailer naturally visualizes the object he buys rather than the 
person who makes it. That is so even with any of those well 
known toilet articles whose containers bear the lacquered features 
of the man in whose name the article -goes forth. Those features 
serve to identify to the purchaser the article for which, having 
once tried it, he will take no substitute; but the person whose 
counterfeit presentment he thus sees means nothing to the buyer; 
the celebrity involved is of the thing purchased, not the maker. 31 
For that reason it will not excuse the defendant that the plaintiff's 
dealings are entirely with jobbers and other middlemen, whereas 
the defendant sells directly at retail. Although the plaintiff may 
never face a consuming buyer over the counter, just as much harm 
can be done to his trade by an infringing shopkeeper as by an 

""I think that the fallacy of the appellant's (defendant) argument rests 
on this : that it is assumed that one trader cannot be passing off his goods 
as the manufacturer of another unless it be shewn that the persons pur- 
chasing the goods know of the manufacturer by name, and have in their 
mind when they purchase the goods that they are made by a particular 
individual. It seems to me that one man may quite well pass off his goods 
as the goods of another if he passes them off to people who will accept 
then as the manufacture of another, though they do not know that other 
by name at all. In the present case it seems to me that "Yorkshire Relish' 
meant the manufacture of a particular person. I do not mean that in 
the minds of the public the name of the manufacturer was identified, but 
that it meant a particular manufacture, and that when a person sold 
'Yorkshire Relish', as the defendants did, by selling it as 'Yorkshire 
Relish' and calling it 'Yorkshire _ Relish', they represented to the public 
that it was that manufacture which was known as and by the name of 
'Yorkshire Relish' " Lord Herschell in Birmington etc. Co. v. Powell 
[1897] A. C. 710, 715. "It may be true that the customer does not know 
or care who the manufacturer is, but it is a particular manufacture that 
he desires. He wants Yorkshire Relish to which he has been accustomed, 
and which it is not denied has been made exclusively by the plaintiff for 
a great number of years. This thing which is put into the hands of the 
intended customer is not Yorkshire Relish in that sense. It is not the 
original manufacture. It is not made by the person who invented it." 
Lord Halsbury at p. 713. "It is not of controlling importance to the true 
application of the secondary meaning theory that the public should appre- 
ciate the personal indentity of the manufacturer. The deception involved 
in every such case, as in a trademark case, is said to be a deception as 
to the origin of the goods ; but this is a formula for expressing the ultimate 
result. With reference to articles which have trade names, it is the article 
itself and its good qualities which the public appreciates and which cause 
it to desire to get the genuine article made by the manufacturer who has 
established its reputation, rather than something made by some one else. 
Particularly under present-day conditions, the purchasing public may have 
a fixed purpose to buy a given article and not a. substitute therefor, and 
yet be quite ignorant whether the genuine article is made by one or another 
manufacturer." Saalfield Pub. Co. v. Merriam Co. (1917) 238 Fed. 1, 8. 
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unscrupulous jobber; for if the public should be beguiled away 
from the plaintiff's article, then the retailers will no longer order 
it from the jobbers, and the latter will necessarily cut down in their 
requisitions upon the plaintiff. 32 

Furthermore, we should be discriminating in our mention of 
the reputation of the goods themselves. It does not follow from 
anything previously suggested, that it is at all material whether 
the defendant's goods are inferior to those of the plaintiff, or of 
better quality. It was once thought that some point lay in such 
an inquiry, but Lord Blackburn tells us that no such view is any 
longer entertained. "At first", says he, "it was put upon the 
ground that he (the defendant) did so (i. e., injured the plaintiff) 
when he sold inferior goods as and for the trader's ; but it is estab- 
lished (alike at law and in equity) that it is an actionable injury 
to pass off goods known not to be the plaintiff's as and for the 
plaintiff's, even though not inferior." 33 

Indeed, it may be just as bad a case for the defendant if the 
goods he offers are identical in composition and function with those 
made by the plaintiff. That proposition, stated in passing by Lord 
Shand in the Yorkshire Relish case, 31 was recently established, as 
far as decisions can establish anything, by our Supreme Court in 
the case of Beecham's Pills. The plaintiff and his predecessor 
had been selling a pill known as "Beecham's Pills", originally in 
England and afterwards in this country as well, for a great many 
years. The defendant started making a pill which he called 
"Beecham's Pills", and he contended that he had discovered the 
formula which the original Beecham used, and that he was doing 
nothing unfair in calling his product Beecham's Pills, because it 
really was the same kind of pill that Beecham made. This argu- 
ment the court described as corrnptio optimi pessima, saying: 35 

"To call pills Beecham's pills is to call them the plain- 
tiff's pills. The statement that the defendant makes 
them does not save the fraud. That is not what the 
public would notice or is intended to notice, and, if 
it did, its natural interpretation would be that the 
defendant had bought the original business out and 
was carrying it on. It would be unfair, even if we 

"British-Am. T. Co. v. British-Am. C. Co. (1914) 211 Fed. 933; Merriam 
Co. v. Saalfield, supra, footnote 31. 

"Singer Mfg. Co. v. Loog, supra, footnote 12, at p. 29. 

"Birmington Brewery Co. v. Powell, supra, footnote 31. 

"Jacobs v. Beecham (1911) 221 U. S. 263, 272, 31 Sup. Ct. 555. 
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could assume, as we cannot, that the defendant used 
the plaintiff's formula for his pills." 

Now, if the defendant can lawfully sell articles just as good 
as the plaintiff's or even better, so long as he does not invade the 
plaintiff's good will by representing his goods as those of the 
plaintiff, it is obvious that, before we can hold the defendant as 
committing a wrong, we must find that he has made such a repre- 
sentation. Putting aside the easy cases where the representation 
is made in so many words, as where the defendant's proclamations 
amount to a statement that he is conducting an agency for the 
plaintiff's wares, 36 we can find only two methods by which such 
representations can be made". These are, first, by simulating the 
appearance of the goods, either by imitating their trademark or 
their dress, and second, by using the name by which the plaintiff 
is known to the trade, and which, through a most ordinary asso- 
ciation of ideas, evokes, by its mention, the thought of his merchan- 
dise. Then going backwards from the wrong to the right which 
it impairs, we are forced to conclude that the plaintiff's right 
consists, in its operative effect upon others, in the use of some 
token which will convey to the public the idea that the goods offered 
them are those of the plaintiff and of nobody else, and will there- 
fore set apart the plaintiff's goods from those of his competitors. 
This symbol may consist of a trademark, the plaintiff's name, a 
trade name, or the dress of the goods ; but it must have one quality 
always. It must distinguish the plaintiff's goods actually, not 
theoretically; and this matter of fact idea is at the bottom of the 
well-settled principles relating to priority- of use, and the extent 
of the right thus to appropriate words of description or of 
geography. 

For a mark, word or name to be distinctive as referring to the 
plaintiff's goods, it is a natural conclusion that he must have used 
it in that connection before anyone else started doing so. 37 By 
the same reasoning the symbol should not convey to the mind any 
idea of the nature of the goods or call up the picture of any portion 
of the earth's domain. Those are matters of common thought 
and speech. The defendant, having the right to make goods of 
the same character, cannot be cut off from talking about them 
to his trade, and that result would follow if his plaintiff rival were 

"Walter v. Ashton [1902] 2 Ch. 282; Wheeler, etc. Co. v. Shakespear 
(1869) 39 L. J. Ch. 36. 

"See Columbia Mill Co. v. Alcorn (1893) 150 U. S. 460, 14 Sup. Ct 151. 
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allowed to use a symbol which described the goods offered or 
appropriated any portion of the globe. This branch of the law, 
let us remember, savors in no wise of monopoly; the statutory 
registration of a trademark, for example, confers no right similar 
to those appurtenant to a patent or a copyright. 38 

Hence the well settled rule that the symbol must not be descrip- 
tive in any sense, generic or otherwise ; and the same reason gives 
us the proposition that the symbol cannot be geographical. 30 These 
terms belong to the common storehouse of our language, and the 
question in every case, as two ex-chancellors of recent years have 
had occasion to tell us, is how far the plaintiff may go in abstracting 
any such term from the public stock. 40 The rule just stated is 
often put in the words that the token must be arbitrary and fanci- 
ful, but like most maxims in the law this one says too much and 
too little. As applied to a technical trademark, the saying is almost 
correct but not quite ; as applied to the broader range of doctrine 
which with us goes under the name of unfair competition, the 
saying is by no means true. 

The object really sought is by some means, suitable for the 
conveyance of ideas, to inform the public that the plaintiff's goods 
are his and not those of someone else. When the plaintiff fastens 
on the goods, or the containers in which they reach the public, 
some sort of device or combination of words, the idea is conveyed 
through the sense of sight ; but sound cannot be overlooked as a 
medium. There may be a case of phonetic infringement; as in 
the case of Radames and Rameses for cigarettes, where the court 
noted that the words in question sounded alike, having in mind 
that Rameses is commonly pronounced by the purchasing public 
with the accent on the first syllable. 41 The ultimate inquiry is the 
impression made in the customer's mind, no matter what it may 
be that serves as the medium of communication. But inasmuch 
as the eye is the ordinary agent by which the public derive their 

K Trade Mark Cases (1879) 100 U. S. 82; United Drug Co. v. Rectanus 
Co., supra, footnote 15. 

^But this rule must be applied with caution. American Girl for a shoe 
is "as descriptive of almost any article of manufacture as of shoes; that 
is to say, not descriptive at all"; whereas American Shoe would probably 
violate the rule. Hamilton Shoe Co. v. Wolf Bros. (1916) 240 U. S. 251, 
36 Sup. Ct. 269. 

"Lord Herschell, in Reddaway v. Banham [1896] A. C. 199, 210; Lord 
Lorebum in Horlick's Malted Milk Co. v. Summerskill (1917) 115 L. T. 
843,844. 

"Stephano Bros. v. Stamatopoulos (1916) 238 Fed. 89, 94. 
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first impression of the article offered, the well-settled rule follows 
that a trademark, as such, necessarily must accompany the goods 
into the hands of the public, and hence the trademark must be 
affixed upon or attached to either the goods or their containers as 
they go through the various channels of trade. 42 

But it is quite possible for the public to think of the plaintiff's 
goods in connection with something which does not constitute an 
affixed mark, or indeed a lawful trademark in view of strict con- 
siderations as to descriptive and geographical qualities. The goods 
may become known simply by the name of the maker or by a 
geographical name. In all such cases as Yorkshire Relish, 4 * 
Beecham's Pills 44 and the like, the plaintiff is entitled to have the 
public informed that the defendant, though he be named Beecham 
or though his relish or pill comes from Yorkshire, and though it 
may, as we have previously seen, be just as good as, or better 
than, that of the plaintiff, nevertheless must identify to the public 
his relish or his pills as those of the defendant and not of the 
plaintiff. The same proposition applies, to a degree, to a descrip- 
tive word. It is possible for "camel's hair" to acquire such a 
secondary meaning, as indicating plaintiff's clothing; 46 but "cellu- 
lar" will not serve a like purpose 46 nor is "malted milk" a term 
capable of appropriation. 41 It will subserve no useful purpose to 
go into the fine distinctions that occur in this connection, further 
than to suggest, as Lord Herschell does, 48 that the decision of each 
case "must depend upon the circumstances of each trade, and the 
peculiarities of each trade". The situation is not so difficult with 
respect to geographical terms. They easily may acquire a sec- 
ondary meaning as designating the plaintiff's goods; and, once 
such a meaning has been acquired, there is no question but that 
the plaintiff is entitled to protection in his use of those words. 49 
Chartreuse, as applied to a liqueur, undoubtedly refers to the 
monastery of La Grande Chartreuse which flourished in France 

"McLean v. Fleming, supra, footnote 21. 

"Birmington Brewery v. Powell, supra, footnote 31. 

"Jacobs v. Beecham, supra, footnote 35. 

"Reddaway v. Banham, supra, footnote 40. 

"Cellular Clothing Co. v. Maxton [1899] A. C. 326. 

"Horlicks &c. Co. v. Summerskill, supra, footnote 40. 

"Reddaway v. Banham, supra, footnote 40. See also, O. & W. Thum 
Co. v. Dickinson (1917) 245 Fed. 609. 

"Reddaway v. Banham, supra, footnote 40. 
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until the recent church laws of that country came into effect, and 
therefore is geographical; yet the right of the Carthusian monks 
to this word was protected in the highest courts both of England 
and of this country. 50 And so the right of the French Republic 
to Vichy as a name for table water would have been protected 
had not the plaintiff's laches barred it from relief. 51 

It is to be hoped that this discussion has shown us what cannot 
too often be emphasized, that underlying the cases discussed is 
just one idea. In all situations that arise, whether of strict trade- 
mark, secondary meaning trademark, trade name, or what not, 
the court's movement is always the same; the thing that is pro- 
tected is the plaintiff's right to derive what profit he may from the 
sale of his goods to a public which shall be able to recognize them 
as his. And with this in mind we can return to the cases of pre- 
emption with whose mention this article started. 

Merely to speak of the good will of a business must take us 
back to an examination of the kind of business which the plaintiff 
transacts, and the articles which he manufactures. We must also 
realize that with changes in trade conditions come extensions and 
retractions. The maker of a steam automobile may change tomor- 
row to an internal combustion engine, yet he is none the less 
engaged in the automobile business. Obviously, you cannot gauge 
a house's good will by a precise definition of the articles in which 
the manufacture consists today ; rather you must get at the general 
character of those articles in order to estimate the scope of the 
good will which is the basic right involved. If, then, the plaintiff 
is manufacturing today plug tobacco, for chewing or pipe purposes, 
under the trademark Virgin Leaf or Lone Jack, it is pretty clear 
that it would be wrong for the defendant to start a line of cig- 
arettes with that trademark ; and so it has been held in two cases. 52 
So where the plaintiff makes a general fine of edge tools but has 
not yet made any shovels, it is wrong for the defendant to make 
shovels under the trademark of the plaintiff. 53 So with Keepclean 
for toilet brushes as against Sta-Kleen for a tooth brush 54 ; and 

"Baglin v. Cusenier (1911) 221 U. S. 580, 31 Sup. Ct. 669; Lecouturier 
v. Rey [1910] A. C. 262. 

"The French Republic v. Saratoga Vichy Co. (1903) 191 U. S. 427, 24 
Sup. Ct. 145. See in general, Manitou Springs Water Co. v. Schueler 
(1917) 239 Fed. 593. 

"Carroll v. Ertheiler (1880) 1 Fed. 688; American Tobacco Co. v. 
Polacsek (1909) 170 Fed. 117. 

"Collins Co. v. Oliver Ames Co. (1882) 18 Fed. 561. 

"Florence Mfg. Co. v. Dowd & Co. (1910) 178 Fed. 73. 
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so with baking soda as against baking powder. 15 And finally, cases 
of blended whiskey as against a straight whiskey 56 and a blood 
purifier as against a dyspepsia cure, the ingredients being the same 
but the purposes for which the product was offered thus differing 
in the degree noted, 57 are so clear as to deserve only passing 
mention, before we turn to decisions clearly presenting the other 
side of the picture. 

The same judge (Coxe, /.) who decided one of the tobacco 
cases above mentioned 58 held at an earlier date that there was no 
wrong in the use of Epicure for canned salmon as against the same 
word for canned tomatoes. "Beer and nails", said the learned 
judge, "do not belong in the same class of merchandise because 
both are sold in kegs". 58 * To the same effect is a case which held 
that Simplex as used on an automobile is distinct from Simplex 
as used on a fire extinguisher. "It requires a stretch of the imagi- 
nation beyond the breaking point", said the court, "to conceive of 
a purchaser intending to buy one of the plaintiff's motor cars being 
so deceived by defendant's use of this device as to buy one of its 
fire extinguishers instead." 59 And, finally, we may mention the 
case of a morning newspaper, as against an evening paper. The 
English court dismissed the plaintiff's suit on the ground that, no 
matter whether the public were deceived or not, the deception could 
not injure the plaintiff. 80 

Then let us take the elusive case of Borden's Ice Cream 
Co. v. Borden's Condensed Milk Co. 01 The plaintiff's trade name 
Borden was associated with its business, which comprised the sale 
of fresh and evaporated milk and cream. The defendant started 
an ice cream business under the name of Borden. The court held 
that the plaintiff was not entitled to an injunction; the points of 
its discussion being that to make out a case of unfair competition 
there must be competition, and ice cream does not compete with 
milk and cream; and that, anyhow, the plaintiff had shown no 

"Layton Pure Food Co. v. Church, etc. Co. (1910) 182 Fed. 35. 

M W. A. Gaines Co. v. Rock Spring Co. (1915) 226 Fed. 531. 

"See Theo. Rectanus Co. v. United Drug Co. (1915) 226 Fed. 545. 

"American Tobacco Co. v. Polacsek, supra, footnote 52. 

"'George v. Smith (1892) 52 Fed. 830, 832. 

"Simplex etc. Co. v. Kahnweiler (1914) 162 App. Div. 480, 481, 147 
N. Y. Supp. 617. 

"Borthwick v. Evening Post, supra, footnote 27. 

"(1912) 201 Fed. 510. 
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harm to his good will by the sale of inferior goods under the name 
of Borden, because the defendant had not as yet sold anything. 

If we are to enclose our definition of good will, with matters 
of sub-classifications of merchandise, with cigarettes as ejusdem 
generis with plug tobacco, then we cannot have a very broad ground 
of quarrel with the remarks contained in the Borden case. 
But we should not stop there. Ice cream and evaporated milk may, 
or may not, be in the same line of merchandise, but what of it? 
If the good will of a business is a matter of substantive right, then 
we should not confine ourselves to inventorying articles of trade. 
Rather should pur inquiry be the broad one, whether what the 
defendant is doing is apt to hurt the plaintiff's good will, no matter 
how. If the defendant's acts are calculated to impeach the plain- 
tiff's trade, then it does not matter that the plaintiff deals in butter 
and the defendant in cheese, or horseshoe nails for that matter. 
Do not let us confuse incidents with objects. 

That idea seems to have actuated the Circuit Court of Appeals 
for the Second Circuit in a case preceding its Aunt Jemima 
decision. In British American Tobacco Co. v. British American 
Cigar Stores Co."* the plaintiff sold a line of tobacco products to 
wholesalers having no retail business. The defendant started a 
chain of retail cigar stores under the same name, British American. 
The court, assuming a readiness to differ with the decision in the 
Borden Ice Cream Case, if that were necessary, held for the 
plaintiff. The case is easily distinguishable on its facts because, 
as we have seen, it is not necessary for the plaintiff personally fo 
deal with the consuming public, and a chain of retail stores holding 
themselves out as dealing in the plaintiff's product might well 
injure the sale of the plaintiff's product to middlemen who, by the 
operation of the defendant's stores, would be cut off from that 
much of a market of re-sale. But the court stated these additional 
grounds for its conclusion: 

"Sixth: If the defendant's goods are inferior in 
quality, the complainant's reputation will be seriously 
impaired, as the public will draw the inference that 
complainant's output is deteriorating in quality. 

Seventh: That should the complainant at any 
time in the future desire to establish a chain of cigar 
stores it may find the field entirely occupied by the 
defendant." 63 

"Supra, footnote 32. 

"British American Tobacco Co. v. British American Co., supra, footnote 
32, at p. 934. 
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In this connection should be read the language used by the 
Circuit Court of Appeals, Seventh Circuit, in the Penslar case 
hereinabove mentioned 64 : 

"The District Court felt that the existence of such 
damages was not sufficiently proved and ; — more spe- 
cifically — that the cigars were not shown to be of dis- 
tinctly poorer quality than the public would expect 
for the price charged. It is conceivable that an 
article, sold under the pretenses here employed, might 
be of such a high quality that no damage could come 
to the company falsely charged with its origin; but 
all presumptions are the other way. There is usually 
no sufficient motive to sell under false cover an article 
of high inherent merit. When it appeared that de- 
fendants untruthfully represented that the article they 
were selling was, in effect, the plaintiff's article, and 
that they were selling for or in the interest of plain- 
tiff, that regular customers of plaintiff bought goods 
in the belief that they were of high quality or else 
plaintiff would not have put them out, and that certain 
customers found the goods unsatisfactory and un- 
salable, except at a sacrifice, we think there arose a 
sufficient presumption of threatened pecuniary injury 
to plaintiff to call for the injunction. Not only was 
there reasonable ground for apprehending injury to 
the high reputation of plaintiff's goods among its 
dealers and among consumers, but also the causing 
of a large number of dealers in different parts of 
the country -to suppose that they had entered into 
contracts with plaintiff, when, in fact, they had not, 
was reasonably sure to produce trade disputes and 
complications leading to expenditure of valuable time 
and efforts to remove the false impression, even if it 
did not lead to the costs and expenses of actual 
litigation. * * * It must be remembered also 
that plaintiff's system of expanding business, and the 
systems followed by similar houses and well known 
to the dealers, made it a naturally to be expected 
thing that plaintiff should add cigars to its line, and 
the normal implications from the complete adoption 
of plaintiff's dress are affected by this well under- 
stood situation." 
This reasoning, supported as it is by a current of English 
authority to the same effect 65 involves, it is submitted, a proper 
appreciation of the right which a court in all cases of unfair com- 

"Peninsular Chemical Co. v. Levison, supra, footnote 5, at pp. 661-662. 
"Eastman Co. v. Kodak Cycle Co., supra, footnote 6; Walter v. Ashton, 
supra, footnote 36, and cases there cited. 
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petition is really protecting, — the good will of a business of which 
the particular article forms an object, but not the sole object. The 
scope of the good will goes beyond a particular description of the 
articles of trade with which it may for the moment be concerned. 
Not merely does it include different sub-classes of goods, as in 
the case of plug tobacco and cigarettes, but within its range should 
be considered numerous possibilities of expansion. These possi- 
bilities may include articles more widely separated from those now 
being turned out by the plaintiff's factory than plug tobacco might 
be from cigarettes, canned salmon from canned tomatoes, and 
evaporated cream from ice cream. These possibilities of expan- 
sion should not be cut off by the intrusion of the alien competitor ; 
their enjoyment, and their ultimate realization, belong to the owner 
of the generative good will. Then, in addition, this owner can 
conceivably be injured by the natural reaction which will result 
if it should turn out that the defendant's product is of a grade 
distinctly inferior to that which may have been claimed for it when 
it is put upon the market. From all such things he should be 
protected; and so the courts hold. 

The test, therefore, instead of being confined to matters of 
species and sub-species, should embrace everything implied by 
the association of ideas. If the defendant's product is of such 
nature as to call up the thought of the plaintiff's article, then, if 
both go forth under the same emblem of origin, the public, respon- 
sive as it is to the first Impression and never waiting for the second, 
is likely to trace the two products to the same origin; and if the 
new article does not please, the customer will conclude that the 
older article also has deteriorated. Judged by this, canned 
tomatoes, sold as "Epicure", might well invoke the appearance 
of "Epicure" salmon, also canned. Syrup goes with pan cakes. 
The American druggist includes cigars in his display, whereas the 
London chemist will refer you to the "tobacconist" around the 
corner if you ask for a cigar, and therefore, the English courts 
could differ, on the facts of the Penslar case, with the court of 
the Sixth Circuit, but the difference would not be in principle. 
To that extent, at least, in the broad spirit whose limits are one 
with the association of ideas, the rule of our later decisions, with 
the exception of the Borden case, is in accord with that of the 
English courts; which, for example, emphasize the spirit of the 
sacred week-end so far as to group the bicycle with the camera, 
as in the Kodak case already mentioned. 
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Here may properly enter another presumption, or crystallized 
rule of law. If there is any observation justified by common sense 
more than another, it is that imitation of trade designations predi- 
cates goods which, at least in their maker's opinion, are not apt 
to push their way on their own merit. As we have seen, a trade- 
mark or name is really the name of the goods, not of their manu- 
facturer, so far as the public is concerned. The maker of a new 
article for which high hopes are genuinely entertained, will nat- 
urally desire to start it off with all the elements present that make 
for its own identity. If then, he chooses to put it forth under a 
mark resembling another's goods of the same kind, that circum- 
stance may fairly be counted against him when he defends the 
resulting infringement suit. 68 Nor does it matter that there are 
minor differences, and an imitation which is not exact. "All that," 
aptly said Learned Hand, /., "is almost a convention, when you 
appropriate another man's mark; for there must be some color 
of good faith, some defense to put forward. Minor differences 
are supposed to help over hard places." 67 In such matters, as in 
all others, the Court is under a very lively obligation to use its 
common sense. The situation is in no wise enlarged to the 
defendant's help when he adopts the plaintiff's symbol for an 
article not similar to any which the plaintiff produces. Why does 
he use the plaintiff's symbol if not to make people think that the 
plaintiff makes the article now offered? And how will that help 
the defendant unless, to continue with the words of Learned 
Hand, /., he is actuated by "the very ancient desire to trade on 
another man's name and reputation?" But one answer can be 
given to each of these questions. 

And when we have those answers, then we are left with but 
one question more. Is not the trade repute of the plaintiff, 
although, to repeat, he is known not for himself, but only as the 
man who makes a certain article, of proportions larger than the 
trade circulation of the particular article? That question the 
English courts answer in the affirmative, and a like answer is 
given in the two recent cases which gave occasion to this essay. 

""Any doubt as to this should be resolved against the defendant, for it 
had a wide range of selection, and, knowing the existence of the plaintiff's 
trademark, approximated it." Fairbanks Co. v.-Ogden etc. Co., 220 Fed. 
1002, 1004. 

"Stamford Foundry Co. v. Thatcher Furnace Co. (1912) 200 Fed. 324. 
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The good will built up by the successful production of one article, 
or the gratifying conduct of a certain line of business, is entitled 
to protection from anything that will hurt it, directly or by reaction. 
That consideration should stand foremost for the guidance of our 
courts when they deal with cases of this sort. 

Garrard Glenn. 
New York, 1918. 



